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Responsive to the November 14, 2013 Office Action, Applicant respectfully requests reconsideration of the final refusal of registration under Section 2(e)(4) of the Trademark Act.  The term ADLON is, at best, an
extremely rare surname and Applicant submits significant evidence that shows the ADLON mark is perceived by the consumer as a trademark and is well known as “The Hotel Adlon” and is thus not primarily merely a
surname.

Background

In a May 15, 2013 Office Action, registration of the ADLON mark was initially refused as primarily merely a surname.  In support of the refusal, the Office Action enclosed 75 “Switchboard” results for “Adlon
Nationwide” and various mentions on “genealogy web sites,” which generally try to sell consumers the “Family Crest” and family history for a particular name. The Office Action also attached information from
imdb.com showing approximately 17 “adlon” entries.  The final Office Action continues the refusal and includes references to various sources, which include numerous duplicative names and, for example, an
imbd.com excerpt which shows only ten Adlon names from 1945- 2011, in apparent support that ADLON is primarily merely a surname the Office Action further maintains that ADLON has the structure and
pronunciation of a surname because it is comprised of two syllables and ends in “-on.”  The final Office Action also admits that the no one of “that stature” with the name ADLON is associated with Applicant’s
business. 

For the reasons explained below, these references and arguments are not persuasive that the term Adlon is perceived in the United States as primarily merely a surname. 

Primarily Merely a Surname Standard

There are four factors that the Board considers in determining whether a mark is primarily merely a surname. The factors are: 1) whether the surname is rare; 2) whether another connected with the applicant has the
surname; 3) whether the term has a recognized meaning other than that of a surname; and 4) whether the term has the look and sound of a surname. Mitchell Miller, P.C. v. Miller, 105 USPQ2d 1615, 1620-21 (TTAB
2013); see In re Joint-Stock Co. “Baik”, 84 USPQ2d 1921 (TTAB 2007) (finding the surname “Baik” to be an “extremely rare surname” based on a listing of 456 individuals with that surname in the Verizon
superpages.com database).

The first factor demonstrates whether the mark is popular enough such that the second through fourth factors should be addressed to determine whether the mark will be perceived as primarily merely a surname. See In
re Nick Bovis, Serial No. 77/502,609 *4-5 (TTAB September 28, 2010) (stating that the purpose behind refusing registration to a surname is not to “prevent the registration of surnames per se” because if a “surname is
extremely rare, there are very few, if any, people who can possibly be affected by the registration of that surname as a mark.  This is because not only must there be a person with that surname, but that person must want
to use his or her surname for the same or related goods or services as those of the trademark applicant.”)  (nonprecedential).[1]  If ADLON is a surname, it is an extremely rare surname and the term ADLON has long
been used as a trademark by Applicant and its predecessor companies, and is not perceived by the consumer as primarily merely a surname. 

As discussed below, these factors clearly confirm the mark is not likely to be perceived as primarily merely a surname and weigh in favor of registration of the ADLON mark on the Principal Register. Accordingly,
Applicant respectfully requests the refusal be withdrawn.

There is Significant Evidence That Consumers Will Perceive ADLON as a Trademark



            If there is any association of the term in the United States, consumers perceive the mark ADLON as associated with “The Hotel Adlon” as shown in the enclosed web pages, and not as primarily merely a
surname.  The Hotel Adlon receives numerous awards and recognitions each year as shown in the enclosed summary of recent Awards and Ratings. Further, The Hotel Adlon is associated with a number of events
involving the U.S. Embassy in Germany. See
http://search.state.gov/search?site=emb_eur_germany&client=emb_en_germany&output=xml_no_dtd&proxystylesheet=emb_en_germany&ie=utf8&oe=utf8&lr=lang_en&filter=0&q=Adlon&Submit.x=0&Submit.y=0.
The Hotel Adlon was even mentioned in remarks delivered during the groundbreaking ceremony for the new U.S. Embassy in Berlin. See http://germany.usembassy.gov/germany/williams.html. The Hotel Adlon has
also been featured in movies and TV shows. http://www.imdb.com/find?q=The+Adlon+Hotel&s=all. This significant evidence demonstrates that the mark is perceived by the consumer in the context of “The Hotel
Adlon” rather than as a surname. For U.S. consumers to discern any surname significance, this might require the name be seen as, for example, “Adlon’s Hotel,” which is not the name.

            On the other hand, the position in the Office Action that the mark would be perceived as primarily merely a surname is simply not persuasive. The dictionary does not define the term “Adlon,” but this factor is at
best neutral considering the lack of evidence demonstrating that “Adlon” is a widely used surname. Similarly, the contention that the term “Adlon’s” structure and pronunciation is that of a surname is not persuasive.
As noted in Bovis, this factor has become almost nonsensical and application of the factor in the instant case is reflective of the Board’s statement in Bovis. Bovis at *3 (“Using the examining attorney’s approach, we
could say that BOVIS has the look and feel of a common noun because “book” and “bone” begin with the letters “Bo,” or because “trellis” and “clematis” end in “is”). The Office Action states that ADLON is
comprised of two syllables and ends in “on” just like similarly structured surnames, “Hanlon,” “Hilton,” and “Dillon,” among others. The Office Action does not address Applicant’s arguments and the countless
examples such as well-known trademarks such as AMAZON and EXXON that end in “-ON,” and that numerous words that are not surnames also contain two syllables and end in “on” and therefore this argument is at
best neutral and most likely in favor of Applicant. (Other examples of two syllable nouns that end in “on”: demon; bacon; lemon; bison; apron, and many others).

            Almost every single word is a surname, as stated in In re Nick Bovis *4 (quoting Hearings on H.R. 4744 Before the Subcomm. Trade-marks of the House Comm. On Patents, 76th Con., 1st Sess. (1939) at 40).  If
it was the Board’s intention to find that a surname is inherently primarily merely a surname if it does not have another meaning, as the Office Action appears to suggest, the Board would not have espoused a 4-factor
test. Further, the Congressional record demonstrates that it was not the intent of Congress to prevent the registration of surnames per se.  Bovis at 4.  The fact that the surname is extremely rare more than outweighs the
inherent look and feel of a surname argument propagated by the Examining Attorney.

               Additionally, as the Office Action correctly states, no one with the surname “Adlon” is connected with the Applicant. The original Hotel Adlon was built in 1907 by Lorenz Adlon, but nobody associated with
the Adlon name has managed the hotel since 1967. Further, the hotel was almost completely destroyed during World War II and finally demolished in the 1980’s. The hotel was rebuilt and reopened in 1997 after the
land was purchased by a group wholly separate from the Adlon family. Therefore, Applicant submits that there is no direct connection between the existing Hotel Adlon and the family that built the hotel in 1907.

The Evidence of Record does not demonstrate the mark is a popular surname

ADLON is an extremely rare surname. The evidence provided in the Office Action indicates only that very few people have the surname “Adlon” and not that the name “Adlon” is prolific enough to rise to the level
required by the Office to demonstrate primarily merely a surname. The excerpts from the directories of names 411.com and Switchboard.com retrieve over 100 individuals with the Adlon surname. However, a number
of these names appear to be duplicates both within each directory and between both directories. For example, just a cursory review of the switchboard.com evidence indicates at least two entries for Deborah A. Adlon of
Harrisburg, PA 55-59 years old (P. 24, 27). A cursory review of the 411.com evidence also returns Deborah A. Adlon, Harrisburg, PA, 55-59 years old (P. 54, 57). Another example of this duplicative “evidence”
demonstrating the “prolific” nature of the ADLON surname is Jon Adlon of Washington, DC, 50-54 years old (P. 23, 29, 53, 59). See also “Virginia Adlon” (P. 14 and 41) and “Bruce E. Adlon” (P. 15, 39, 42, 69)
among many other duplicates. The office should not assume this evidence represents more than 100+ people have the surname Adlon. See e.g., Bovis at *2 (finding that the possible duplication of names in the excerpted
whitepages.com search does not lead to an assumption that the reportedly retrieved results represent the number reported by the Examining Attorney).  Further, the fact that it is unclear whether the 411.com and
switchboard.com pages are mutually exclusive (and likely not), the listings of the two separates searches should not be added together to increase the number of Adlon surnames. Id. Thus, it appears likely the evidence
shows fewer than 100 entries, and, in the past, fewer than 100 entries does not typically support such a refusal.

As the Office Action points out, these were nationwide telephone directories used to develop the evidence. Yet, these nationwide telephone directories returned numerous duplicative results further indicating that the
name Adlon is rare. Compare In re Establissements Darty et Fils, 222 USPQ 260 (TTAB 1984), aff’d 759 F.2d 15, 225 USPQ 652 (Fed. Cir. 1985) (finding that only 32 listings in nine telephone directories
demonstrated a widely used surname based on the assumption that the name would appear in more telephone directories). Thus it is reasonable to conclude that the 411.com and switchboard.com excerpts submitted in
the Office Action provides the overall picture of the Adlon name in the United States.  Arguably the most “famous” Adlon, Pamela Adlon, shows up in both the submitted 411.com and switchboard.com searches
provided in the Office Action, which further shows the duplicativeness of the search excerpts.      

The remaining excerpts also help demonstrate just how rare the name is in the United States. For example, according to Wikipedia there are 5,826,213 personalities in the Internet Movie Database.  
http://en.wikipedia.org/wiki/Internet_Movie_Database#cite_note-2. Yet, the excerpts include only 10 people with “Adlon” as their surname and some of these people are credited back to the 1940’s and 50’s. (An
expanded search of IMDB returned 16 total names). The Office Action also highlights the most “famous” ADLON, Pamela Adlon, for the proposition that individuals in the entertainment industry use the surname
ADLON. However, Pamela Adlon used her maiden name for close to the first 20 years of her career and has only adopted her married name in the past ten years. Furthermore, she is not a box office movie star, but
instead plays supporting roles and is arguably not well-known. Her most recognizable role is as a voice character for a recently canceled cartoon. These accolades do not rise to the level found in In re Greogry, 70
USPQ2d 1792 (TTAB 2004) where the Board found that 1087 listings for ROGAN indicated the surname was rare, but the name received media attention as the name of a Congressman and former PTO Director, among
other “celebrities.”



Further, IMDB, Facebook, Twitter and Linkedin are not exclusive to the United States and therefore any of the results from those searches incorporate people outside United States jurisdiction and are skewed.
Nevertheless, the minimal evidence provided does not support the contention that the name “Adlon” is not rare and in fact, should evidence to the Office that the surname is extremely rare worldwide. There is very little
presence and volume of the surname in social media, entertainment culture, and in national phone directories which demonstrate that ADLON is a rare surname.

The dearth of evidence of use of the surname found in the nationwide phone directories and the limited evidence of the surname in social media and entertainment demonstrates that the surname is rare, which strongly
suggests that the risk of a likelihood of confusion is minimal if the mark is placed on the Principal Register.

Any Doubt Regarding Primarily Merely a Surname Should be Resolved in Applicant’s Favor

In refusing registration under Section 2(e)(4), the burden is on the Office to establish that a mark is primarily merely a surname.  In re Pohan Iron & Steel Co., Ltd., 230 USPQ 79, *2 (TTAB 1986).  Where this burden
has not been met, or where there remains doubt, such doubt is to be resolved in favor of the applicant. See In re Benthin Management GmbH, 37 USPQ2d 1332, 1334 (TTAB 1995).  It is respectfully submitted that
where a surname is so rare that the evidence shows less than 100 people residing in the entire United States using that name, the limited use of the surname should not prohibit registration of the term on the Principal
Register as a trademark for the goods and services at issue. 

Accordingly, it is respectfully requested that the final refusal of registration under Trademark Act Section 2(e)(4) be withdrawn.

Please telephone the undersigned if anything additional is required.

[1] A copy of this opinion is enclosed for the Examining Attorney’s convenience.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85831682 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Responsive to the November 14, 2013 Office Action, Applicant respectfully requests reconsideration of
the final refusal of registration under Section 2(e)(4) of the Trademark Act.  The term ADLON is, at best,
an extremely rare surname and Applicant submits significant evidence that shows the ADLON mark is
perceived by the consumer as a trademark and is well known as “The Hotel Adlon” and is thus not
primarily merely a surname.

Background

In a May 15, 2013 Office Action, registration of the ADLON mark was initially refused as primarily
merely a surname.  In support of the refusal, the Office Action enclosed 75 “Switchboard” results for
“Adlon Nationwide” and various mentions on “genealogy web sites,” which generally try to sell
consumers the “Family Crest” and family history for a particular name. The Office Action also attached
information from imdb.com showing approximately 17 “adlon” entries.  The final Office Action
continues the refusal and includes references to various sources, which include numerous duplicative
names and, for example, an imbd.com excerpt which shows only ten Adlon names from 1945- 2011, in
apparent support that ADLON is primarily merely a surname the Office Action further maintains that
ADLON has the structure and pronunciation of a surname because it is comprised of two syllables and
ends in “-on.”  The final Office Action also admits that the no one of “that stature” with the name
ADLON is associated with Applicant’s business.  

For the reasons explained below, these references and arguments are not persuasive that the term Adlon is
perceived in the United States as primarily merely a surname. 

Primarily Merely a Surname Standard

There are four factors that the Board considers in determining whether a mark is primarily merely a



surname. The factors are: 1) whether the surname is rare; 2) whether another connected with the applicant
has the surname; 3) whether the term has a recognized meaning other than that of a surname; and 4)
whether the term has the look and sound of a surname. Mitchell Miller, P.C. v. Miller, 105 USPQ2d 1615,
1620-21 (TTAB 2013); see In re Joint-Stock Co. “Baik”, 84 USPQ2d 1921 (TTAB 2007) (finding the
surname “Baik” to be an “extremely rare surname” based on a listing of 456 individuals with that
surname in the Verizon superpages.com database).

The first factor demonstrates whether the mark is popular enough such that the second through fourth
factors should be addressed to determine whether the mark will be perceived as primarily merely a
surname. See In re Nick Bovis, Serial No. 77/502,609 *4-5 (TTAB September 28, 2010) (stating that the
purpose behind refusing registration to a surname is not to “prevent the registration of surnames per se”
because if a “surname is extremely rare, there are very few, if any, people who can possibly be affected by
the registration of that surname as a mark.  This is because not only must there be a person with that
surname, but that person must want to use his or her surname for the same or related goods or services as
those of the trademark applicant.”)  (nonprecedential).[1]  If ADLON is a surname, it is an extremely rare
surname and the term ADLON has long been used as a trademark by Applicant and its predecessor
companies, and is not perceived by the consumer as primarily merely a surname. 

As discussed below, these factors clearly confirm the mark is not likely to be perceived as primarily
merely a surname and weigh in favor of registration of the ADLON mark on the Principal Register.
Accordingly, Applicant respectfully requests the refusal be withdrawn.

There is Significant Evidence That Consumers Will Perceive ADLON as a Trademark

            If there is any association of the term in the United States, consumers perceive the mark ADLON
as associated with “The Hotel Adlon” as shown in the enclosed web pages, and not as primarily merely a
surname.  The Hotel Adlon receives numerous awards and recognitions each year as shown in the
enclosed summary of recent Awards and Ratings. Further, The Hotel Adlon is associated with a number of
events involving the U.S. Embassy in Germany. See
http://search.state.gov/search?site=emb_eur_germany&client=emb_en_germany&output=xml_no_dtd&proxystylesheet=emb_en_germany&ie=utf8&oe=utf8&lr=lang_en&filter=0&q=Adlon&Submit.x=0&Submit.y=0.
The Hotel Adlon was even mentioned in remarks delivered during the groundbreaking ceremony for the
new U.S. Embassy in Berlin. See http://germany.usembassy.gov/germany/williams.html. The Hotel Adlon
has also been featured in movies and TV shows. http://www.imdb.com/find?q=The+Adlon+Hotel&s=all.
This significant evidence demonstrates that the mark is perceived by the consumer in the context of “The
Hotel Adlon” rather than as a surname. For U.S. consumers to discern any surname significance, this
might require the name be seen as, for example, “Adlon’s Hotel,” which is not the name.

            On the other hand, the position in the Office Action that the mark would be perceived as primarily
merely a surname is simply not persuasive. The dictionary does not define the term “Adlon,” but this
factor is at best neutral considering the lack of evidence demonstrating that “Adlon” is a widely used
surname. Similarly, the contention that the term “Adlon’s” structure and pronunciation is that of a
surname is not persuasive. As noted in Bovis, this factor has become almost nonsensical and application of
the factor in the instant case is reflective of the Board’s statement in Bovis. Bovis at *3 (“Using the
examining attorney’s approach, we could say that BOVIS has the look and feel of a common noun
because “book” and “bone” begin with the letters “Bo,” or because “trellis” and “clematis” end in
“is”). The Office Action states that ADLON is comprised of two syllables and ends in “on” just like
similarly structured surnames, “Hanlon,” “Hilton,” and “Dillon,” among others. The Office Action does
not address Applicant’s arguments and the countless examples such as well-known trademarks such as
AMAZON and EXXON that end in “-ON,” and that numerous words that are not surnames also contain
two syllables and end in “on” and therefore this argument is at best neutral and most likely in favor of



Applicant. (Other examples of two syllable nouns that end in “on”: demon; bacon; lemon; bison; apron,
and many others).

            Almost every single word is a surname, as stated in In re Nick Bovis *4 (quoting Hearings on H.R.
4744 Before the Subcomm. Trade-marks of the House Comm. On Patents, 76th Con., 1st Sess. (1939) at
40).  If it was the Board’s intention to find that a surname is inherently primarily merely a surname if it
does not have another meaning, as the Office Action appears to suggest, the Board would not have
espoused a 4-factor test. Further, the Congressional record demonstrates that it was not the intent of
Congress to prevent the registration of surnames per se.  Bovis at 4.  The fact that the surname is
extremely rare more than outweighs the inherent look and feel of a surname argument propagated by the
Examining Attorney.

               Additionally, as the Office Action correctly states, no one with the surname “Adlon” is
connected with the Applicant. The original Hotel Adlon was built in 1907 by Lorenz Adlon, but nobody
associated with the Adlon name has managed the hotel since 1967. Further, the hotel was almost
completely destroyed during World War II and finally demolished in the 1980’s. The hotel was rebuilt
and reopened in 1997 after the land was purchased by a group wholly separate from the Adlon family.
Therefore, Applicant submits that there is no direct connection between the existing Hotel Adlon and the
family that built the hotel in 1907.

The Evidence of Record does not demonstrate the mark is a popular surname

ADLON is an extremely rare surname. The evidence provided in the Office Action indicates only that
very few people have the surname “Adlon” and not that the name “Adlon” is prolific enough to rise to
the level required by the Office to demonstrate primarily merely a surname. The excerpts from the
directories of names 411.com and Switchboard.com retrieve over 100 individuals with the Adlon surname.
However, a number of these names appear to be duplicates both within each directory and between both
directories. For example, just a cursory review of the switchboard.com evidence indicates at least two
entries for Deborah A. Adlon of Harrisburg, PA 55-59 years old (P. 24, 27). A cursory review of the
411.com evidence also returns Deborah A. Adlon, Harrisburg, PA, 55-59 years old (P. 54, 57). Another
example of this duplicative “evidence” demonstrating the “prolific” nature of the ADLON surname is
Jon Adlon of Washington, DC, 50-54 years old (P. 23, 29, 53, 59). See also “Virginia Adlon” (P. 14 and
41) and “Bruce E. Adlon” (P. 15, 39, 42, 69) among many other duplicates. The office should not assume
this evidence represents more than 100+ people have the surname Adlon. See e.g., Bovis at *2 (finding
that the possible duplication of names in the excerpted whitepages.com search does not lead to an
assumption that the reportedly retrieved results represent the number reported by the Examining
Attorney).  Further, the fact that it is unclear whether the 411.com and switchboard.com pages are
mutually exclusive (and likely not), the listings of the two separates searches should not be added together
to increase the number of Adlon surnames. Id. Thus, it appears likely the evidence shows fewer than 100
entries, and, in the past, fewer than 100 entries does not typically support such a refusal.

As the Office Action points out, these were nationwide telephone directories used to develop the evidence.
Yet, these nationwide telephone directories returned numerous duplicative results further indicating that
the name Adlon is rare. Compare In re Establissements Darty et Fils, 222 USPQ 260 (TTAB 1984), aff’d
759 F.2d 15, 225 USPQ 652 (Fed. Cir. 1985) (finding that only 32 listings in nine telephone directories
demonstrated a widely used surname based on the assumption that the name would appear in more
telephone directories). Thus it is reasonable to conclude that the 411.com and switchboard.com excerpts
submitted in the Office Action provides the overall picture of the Adlon name in the United States.  
Arguably the most “famous” Adlon, Pamela Adlon, shows up in both the submitted 411.com and
switchboard.com searches provided in the Office Action, which further shows the duplicativeness of the



search excerpts.      

The remaining excerpts also help demonstrate just how rare the name is in the United States. For example,
according to Wikipedia there are 5,826,213 personalities in the Internet Movie Database.  
http://en.wikipedia.org/wiki/Internet_Movie_Database#cite_note-2. Yet, the excerpts include only 10
people with “Adlon” as their surname and some of these people are credited back to the 1940’s and
50’s. (An expanded search of IMDB returned 16 total names). The Office Action also highlights the most
“famous” ADLON, Pamela Adlon, for the proposition that individuals in the entertainment industry use
the surname ADLON. However, Pamela Adlon used her maiden name for close to the first 20 years of her
career and has only adopted her married name in the past ten years. Furthermore, she is not a box office
movie star, but instead plays supporting roles and is arguably not well-known. Her most recognizable role
is as a voice character for a recently canceled cartoon. These accolades do not rise to the level found in In
re Greogry, 70 USPQ2d 1792 (TTAB 2004) where the Board found that 1087 listings for ROGAN
indicated the surname was rare, but the name received media attention as the name of a Congressman and
former PTO Director, among other “celebrities.”

Further, IMDB, Facebook, Twitter and Linkedin are not exclusive to the United States and therefore any
of the results from those searches incorporate people outside United States jurisdiction and are skewed.
Nevertheless, the minimal evidence provided does not support the contention that the name “Adlon” is
not rare and in fact, should evidence to the Office that the surname is extremely rare worldwide. There is
very little presence and volume of the surname in social media, entertainment culture, and in national
phone directories which demonstrate that ADLON is a rare surname.

The dearth of evidence of use of the surname found in the nationwide phone directories and the limited
evidence of the surname in social media and entertainment demonstrates that the surname is rare, which
strongly suggests that the risk of a likelihood of confusion is minimal if the mark is placed on the Principal
Register.

Any Doubt Regarding Primarily Merely a Surname Should be Resolved in Applicant’s Favor

In refusing registration under Section 2(e)(4), the burden is on the Office to establish that a mark is
primarily merely a surname.  In re Pohan Iron & Steel Co., Ltd., 230 USPQ 79, *2 (TTAB 1986).  Where
this burden has not been met, or where there remains doubt, such doubt is to be resolved in favor of the
applicant. See In re Benthin Management GmbH, 37 USPQ2d 1332, 1334 (TTAB 1995).  It is respectfully
submitted that where a surname is so rare that the evidence shows less than 100 people residing in the
entire United States using that name, the limited use of the surname should not prohibit registration of the
term on the Principal Register as a trademark for the goods and services at issue. 

Accordingly, it is respectfully requested that the final refusal of registration under Trademark Act Section
2(e)(4) be withdrawn.

Please telephone the undersigned if anything additional is required.

[1] A copy of this opinion is enclosed for the Examining Attorney’s convenience.
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Signatory's Position: Attorney of record, District of Columbia bar member
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The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
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the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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